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h Real Party in Interest 

Hie real party in interest is Hewlett Packard Development Company, L.P., a Texas limited 

partnership. 

IL Related Appeals and Interferences 

There are no related appeals and/or interferences. 

III. Status of Claims 

No claims are allowed. 

No claims have been canceled. 

Claims 1-18 stand rejected on multiple bases under 35 USC §103(a) as being unpatentable 
over Conant et aL (U.S. Publication No. 2002/0129056 in view of Ginter et aL (U.S. Publication 
No. 2004/0133793. 


IV. Status of Amendments 

There were no amendments after Final Rejection. 

V. Summary of Claimed Subject Matter 

The claimed subject matter relates to a method of and apparatus for determining a right 
or obligation of an in force contract or agreement at any point in time (page 5, second 
paragraph; lines 1- 3; page 5, third paragraph, lines 1 and 2; page 7, first full paragraph, last 
three lines; page 8, second full paragraph, last sentence; and page 1 0, last paragraph, first 
sentence). A state machine representative of the contract or agreement is created, with at least 
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some terms of the contract or agreement being represented by a state variable of the state j 
machine that has a status determined by a state variable (page 10, first full sentence; page 21, 
second paragraph). The state machine is stored in a memory (page 6, first full paragraph). The 
memory electronically stores a plurality of such contracts or agreements (sentence bridging 
pages 5 and 6; page 24, first full paragraph). 

The state machine receives data representative of performance of at least one of the 
parties of one or more events relevant to the contract or agreement (page 7, second full 
paragraph; page 21 > last two full paragraphs; page 24, last full paragraph; page 12, first 
sentence). A determination is made whether the event results in a change of status of the state 
machine. If such a change in the state machine occurs, the status of the state machine is 
accordingly changed* The state of the state machine at a point in time is determined, as is the 
right or obligation of the contract or agreement from the determined state of the state machine 
(page 7, second full paragraph, page 22; last two full paragraphs; page 24, last full paragraph; 
pagel2, first sentence). 

The apparatus includes object-oriented computer language, such that the right or 
obligation of the contract state machine object includes assertions that the object makes to other 
objects or systems (page 6, last full paragraph, second sentence). Software components or 
systems receive the right or obligation assertions of a virtual contract and determine and 
implement the wishes or intentions of the contracts, as required (sentence bridging pages 6 and 

7). 

A kernel is arranged to store a plurality of contract agreements as state machines. 
Information regarding events relevant to one or more of the contracts is stored. The state of 
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one or more of the state machines is changed, as required according to the performance of at 
least one of the parties (first full sentence, page 7). 

An event queue accommodates external and internal events, i.e., events outside of the 
contract and events within the contract (page 7, second full paragraph, first full sentence). 
Examples of external events include queries or assertions from outside the system, such as 
queries for authorization for access, or affirmations from payment services that payments have 
been made. Examples of internal events include the arrival of certain moments of time, for 
example, a particular length of time from the start of the contract or from the time a particular 
state or event within the contract has occurred (page 7, second full paragraph, second and third 
sentences). 

If the state of the contract or agreement is not changed for a predetermined period of 
time, the storage arrangement is such that the contract persists in the storage arrangement, to 
await the occurrence of one or more performance events which affect the behavior or output 
(page 7, last full paragraph; page 24, second full sentence). 

The claimed subject matter can probably be better understood by considering some of 
the operations described in connection with Figure 1 that includes several boxes, each 
representing a possible state of a contract between an author and a publisher. The contract, in 
written form, is set forth on pages 12-20 of the specification. Figure 1 is a digital dynamic 
contract model of the contract appearing on pages 12-20, wherein the contract is represented as 
a dynamic state machine "kernel" object. The dynamic state machine behavior, especially the 
state transitions within the contract model, is expressed in terms of a logical combination of 
events and conditions that are in effect within a given state of the contract. Each of the boxes 
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of Figure 1 represents each of the states and includes a series of events and conditions. The j 
events and conditions in a particular box are in effect when the contract is in a state associated 
with the particular box (page 21, second full paragraph). 

When the contract model of Figure 1 is in initial state 10, the author has granted two 
sets of rights to the publishing company, namely the right to use the author's name, picture and 
autobiographical data, (R18), and all right, title and interest in the Work he is to create for the 
publisher (Rl). The author has three obligations, namely to deliver the Work (05), to deliver 
key words for the index of the Work (Ol 1), warranties that are set forth in the contract (third 
full paragraph, page 21). In response to the author meeting his obligation to deliver the Work, 
the contract and state machine enter first delivery state 12. In first delivery state 1 2, both sets 
of rights granted by the author to the publishing company are still in force, as are the warranties 
the author is obliged to follow (page 21 , last full paragraph). In other words, as a result of the 
author fulfilling his obligation to deliver the Work (obligation 5 in initial state 10) the state 
machine changes status from state 10 to state 12. In state 12, the author still must abide by the 
warrantees of the original contract (02, 03, 04), but is no longer obligated to deliver the Work. 
In addition, in state 12, the publisher still has the right to use the author's name, picture and 
autobiographical data (Rl 8) and still has all right, title and interest in the Work (Rl ). 

In the unlikely event of the publisher being satisfied with the Work as initially delivered 
to the publisher by the author, the state machine advances to "done" state 30 in which the 
contract is terminated and all outstanding rights and obligations have been disposed of, except 
the author's warranties, set out as obligations 02, 03 and 04 (page 23, last full paragraph). If, 
however, the publisher is not satisfied with the Work, the state machine advances to the various 
intermediate states, such as retyping state 14, copy editing state 16, index state 18, etc. 
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depending upon the state machine data representative of the performance of the author and the 
publisher of the events that are relevant to the contract. In this way, the determined state of the 
state machine determines the rights or obligations of the parties to the contract at any point in 
time associated with the execution of the contract. 

VI. Ground of Rejection to be Reviewed on Appeal 

The ground of rejection to be reviewed on appeal is the rejection of claims 1-18 under 
35 USC 103(a) as being unpatentable over Conant et al. (US Patent publication 2002/01 29056) 
in view of Ginter et al. (US Patent publication 2004/01 33793). 

VII. Argument 

To reject independent claims 1, 9 and 10, the final rejection states, in item 3, pages 3 
and 4, that Conant et al. discloses means for receiving data representative of one or more events 
relative to a contract or agreement and determining whether the event changes the status of the 
state machine, and changing the status of the state machine if required. However, these 
comments are irrelevant with regard to claims 1, 9 and 10. In particular, claim 1 requires 
means for (a) causing the state machine to represent performance of at least one of the parties 
of one or more events relevant to the contract, (b) determining whether said event, i.e., data 
representative of performance, changes the status of the state machine, and (c) changing the 
status of the state machine if required by the determination in response to the data 
representative of performance of at least one of the parties. Claim 9 requires the state machine 
to receive data representative of performance of at least one of the parties of one or more events 
relevant to the contract or agreement. Claim 9 also requires a determination of whether the 
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event that is representative of performance of at least of one of the parties and is relevant to the 
contract or agreement results in a change of state of the state machine. The status of the state 
machine is changed accordingly, i.e., based, inter alia, on the determination of whether the 
machine data that are representative of the performance of at least one of the parties of one or 
more events are relevant to the contract or agreement cause a change of status of the state 
machine. 

Claim 10 includes a similar limitation by requiring means for determining a right or 
obligation of one or more of the contracts in response to the occurrence, or lack of occurrence, 
of one or more events representative of performance of at least one of the parties of one or 
more events relevant to the contract or agreement 

In other words, item 3 fails to consider the performance requirements of claims 1, 9 and 

10. 

Item 3 of the final rejection relies on paragraphs 004, 006, 0025, 0036, 0037, 0040, 
0043, 0047 and 0056 of Conant et al. to disclose the means for receiving, means for 
determining and means for changing the status of the state machine. All of these paragraphs of 
Conant et al, are concerned with the negotiation process and none of them is concerned with 
data representative of performance of at least one of the parties of one or more events relevant 
to the contract or agreement. 

Item 3 of the final rejection admits Conant et al. fails to disclose the concept of a right 
or obligation and determining the right or obligation in response to the received data and the 
status of the state machine. To overcome this deficiency in Conant et al, item 3 of the final 
rejection relies on paragraph 1969 of Ginter et al. to disclose the concept of a right or obligation 
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and determining the right or obligation in response to the received data and the status of the 
state machine. However, this comment ignores the requirements of claims 1 and 9 for 
determining whether an event representing performance of at least one of the parties changes 
the status of the state machine and the requirement to determine the right or obligation in 
response to the received data representative of performance and the state machine status. It 
also ignores the requirement of claim 9 to determine (1) the state of the state machine at a point 
in time, as required, and (2) the right or obligation of the contract or agreement from the 
determined state of the state machine which results in the change of the state machine, which in 
turn is determined by the data representative of performance of at least one of the parties. 

The final rejection includes no analysis of independent claims 11-18 but merely states 
they disclose the same inventive concept as disclosed in claims 1-10. Hence, the final rejection 
ignores the requirement of claim 1 1 to enter data representative of performance of at least one 
of the parties of one or more events relative to a contract or agreement into a model 
representing an agreement* It also ignores the requirement of claim 1 1 to establish a 
consequent output state of the model, as well as the claim 1 1 requirement to determine the right 
or obligation of a party to an agreement in response to the model output state. In other words, 
there is no analysis of the claim 1 1 requirements for the model output state and the right and 
obligation of the model to be determined based on the data representative of performance of at 
least one of the parties of one of more events relevant to the contract or agreement. 

The failure to consider claims 15-18 in item 11, page 4 of the final rejection ignores the 
feet that Conant et al. is concerned with negotiating a contract. As such, the portions of Conant 
et al. relied on, i.e., paragraphs 004, 006, 0025, 0036, 0037, 0040, 0043, 0047 and 0056, do not 
deal with a contract or agreement that is in force, as required by claims 1 6 and 1 8, because the 
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contract or agreement is being negotiated. Further, the requirements of claims 15 and 17 for 
the status of the contract or agreement to be determined by the state variable is irrelevant to the 
negotiations discussed in the relied upon portions of Conant et al. The negotiated contract is 
always in the same status, i.e., the negotiated status. 

In item 12, pages 5 and 6, of the final rejection, the examiner admits Conant et al, is 
concerned with a method and apparatus for electronic negotiation of the content of a document. 
The discussion on page 5 and in the first sentence of page 6 of the final rejection has nothing to 
do with anything related to performance of at least one of the parties of one or more elements 
relative to a contract or agreement. The sentences on page 6 of the final rejection that are 
italicized refer to a series of reports to track risk, revenue, outstanding obligations, work usage 
and execution of non-standard clauses. The final rejection provides no basis in Conant et al. for 
the italicized statement. 

After a thorough review of Conant et al M the undersigned attorney for appellants found, 
in the antepenultimate paragraph (paragraph 0075) of Conant et al., some language that is 
similar to the italicized language. Paragraph 0075, however, does not indicate the data 
representative of performance are used to determine whether the performance data changes the 
status of the state machine. Further, paragraph 0075 does not indicate there is a change in the 
status of the state machine in response to the determination based on contract performance. In 
addition, paragraph 0075 does not indicate a right or obligation is determined in response to the 
data representative of a performance and the status of the state machine. Instead, paragraph 
0075 indicates the reports are used to inform subscribers, i.e., those who use the negotiation 
program of Conant et aL, about language that is frequently negotiated and to allow the 
subscribers to refine that language to expedite future negotiations, 
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The next to last sentence in the paragraph bridging pages 5 and 6 of the final rejection 
reads: "To the extent that the series of reports are run and generated represent performance of 
parties involving in the contract negotiation (sic)". Appellants are unable to decipher or 
understand this sentence. In any event, the sentence has no basis from the Conant et al, 
reference and is irrelevant to the limitations of the independent claims 

Dependent claims 2-8 are allowable for the same reasons as those advanced for claim 1 , 
upon which they depend. In addition, the reliance on Conant et al. for many of the features of 
these claims is incorrect. 

For example, claim 2 requires the right or obligation of each of plural contracts or 
agreements to be determinable concurrently, as required. The analysis of claim 2 fails to 
consider the rights or obligations of plural contracts. 

Claim 3 requires a computer language for realizing the apparatus to be an object- 
oriented computer language, such that the right or obligation of a contract state machine 
includes assertions that the object makes to other objects or systems. The final rejection 
analysis of claim 3 fails to consider the requirement of the claim concerning rights or 
obligations of a contract state machine object 

The analysis of claim 4 ignores the requirement for software components or systems for 
receiving the right or obligation assertions of a virtual contract, but refers to receiving the 
output assertions of a virtual contract. 

The final rejection alleges that paragraphs 004, 006, 0025, 0036, 0037, 0040, 0043, 
0047 and 0056 of Conant et al. discloses the requirement of claim 7 that requires the contract to 
be persisted to storage to await the occurrence of one or more events which affect its behavior 
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or output if the state of the contract or agreement is not changed for a predetermined time 
period. However, an inspection of these paragraphs of Conant et al. fails to find any basis for 
the conclusion that they meet the requirement of claim 7. Further, the negotiations discussed in 
the relied upon paragraphs of Conant et al. do not deal with changes in the status in a state 
machine required by a determination based on data representative of performance of at least 
one of the parties of one or more events relevant to the contract or agreement. 

VHL Conclusion 

The rejection of claims 1-18 based on Conant et al. and Ginter et al. is wrong, inter alia, 
because of the requirement for a computer arrangement or a state machine to receive data 
representative of performance of at least one of the parties of one or more elements relevant to 
a contract or agreement. Based on the data representive of performance of at least one of the 
parties, a determination is made as to whether the data representative of performance of at least 
one of the parties changes the status of the computer arrangement or state machine. The status 
of the computer arrangement is changed if the determination based on the received data 
requires the status change. The right or obligation is determined in response to the received 
data and the status of the state machine or computer arrangement. 

The computer based negotiation system of Conant et al. primarily relied on by the 
Examiner simply does not respond to performance by at least one of the parties to one or more 
events relevant to the contract or agreement. Instead, the Conant et al. system responds to 
changes made to the proposed contracts during the negotiation phase. Hie Examiner makes no 
claim that the Ginter et al. reference resolves the foregoing deficiencies in the Conant et al. 


12 


PAGE 12/20 • RCVD AT 11/14/2005 3:49:27 PM [Eastern Standard Time] ■ SVR:USPTO-EFXRF-6/25 • ONIS:2738300 ■ CSID:70351 85499 * DURATION <mm-ss):07<52 


11/14/2005 HON '15:52 FAX 703*5185499 


001 


Serial No. 09/941,568 


AttyDkt.No: 30012796-1US (1509-215) 


disclosure. The reports mentioned at the very end of the Conant et al. specification do not 
result in changing the status of a contract being performed but are used for analysis purposes in 
connection with negotiating future contracts. 

The Examiner has failed to even discuss the requirement of claim 11 for data 
representative of performance of at least one of the parties of one or more events relative to the 
contract or agreement, which data relates to a corresponding state variable of a model 
representing the agreement. 

The final rejection also fails to consider the requirements of dependent claims 2-4 
concerning rights or obligations of the contract or agreement. In addition, the final rejection 
fails properly to consider the requirement of claim 5 to change the state of one or more state 
machines as required by data representative of performance of at least one of the parties of one 
or more events relevant to the contract or agreement. 

The final rejection also fails to indicate how Conant et al. meets the requirements of 
claim 7 which indicates the contract is persisted in the storage means, to await the occurrence 
of one or more events which affect its behavior or output if the contract or agreement is not 
changed for a predetermined time period. Further, it is illogical for a computer arrangement 
involved with contract negotiation to store a negotiated contract in a storage means to await the 
occurrence of one of more events which affect its behavior or output in response to the contract 
or agreement not being changed for a predetermined time period. 

Conant et al. also does not disclose the requirements of claims 15 and 17, requiring a 
status determined by a state variable of a contract in which there is receipt of data 
representative of performance of at least of one the parties to the contracts of one or more 
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evente relevant to the contract or agreement Also, Conant ct al. fails to meet the requirements 
of claims 16 and 18 for the contract or agreement to be m force while making a determination 
of a right or obligation based on data representative of performance. 

In view of the foregoing, reversal of the rejection of claim* 1-18 is in order. 

Respectfully submitted, 
John S. ERICKSON et aJL 

By: 

we 



Reg, No, 19,641 


HEWLETT-PACKARD COMPANY 
Intellectual Property Administration 
P.O. Box 272400 
Fort Collins. CO 80527-2400 
Telephone: 703-684-1111 
Facsimile; 970-898-0640 

Date: November 14, 2005 
AMLrdllAal 
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IX. Claims Appendix 

1 . Apparatus for determining a right or obligation of a contract or agreement at any point 
in time, comprising means for creating a stale machine representative of said contract or agreement, at 
least some terms of said contract or agreement being represented as a state variable of said state 
machine, means for storing said state machine, the state machine having a status, means for: (a) 
causing the state machine to receive data representative of performance of at least one of the parties 
of one or more events relevant to the contract or agreement, (b) determining whether said event 
changes the status of said state machine, (c) changing the status of said state machine if required by the 
determination, and (d) detemiining the right or obligation in response to the received data and the 
status of the state machine. 

2. Apparatus according to claim 1, comprising means for storing a plurality of state 
machines, each representative of a respective contract or agreement, the right or obligation of each said 
contract or agreement being determinable concurrently as required. 

3. Apparatus according to claim 1, wherein a computer language for realizing the 
apparatus is an object-orientated computer language, such that the right or obligation of a contract state 
machine object includes assertions that the object makes to other objects or systems. 

4. Apparatus according to claim 1, including software components or systems for: (a) 
receiving the right or obligation assertions of a virtual contract, and (b) determining and implementing 
the "wishes" or "intentions" of the contracts, as required 

5. Apparatus according to claim 1, comprising a kernel including means for storing a 
plurality of contract or agreements as state machines, means for receiving information regarding events 
relevant to one or more of the contracts or agreements, and means for changing the state of one or 
more of the state machines as required according to said event 
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I 6. Apparatus according to claim 5, comprising an event queue for accommodating 

I "external" and "internal" events. 

I 7. Apparatus according to claim 1 , wherein if the state of a contract or agreement is not 

1 changed for a predetermined period of time, the means for storing is arranged so the contract is 

I persisted in the storage means, to await an the occurrence of one or more events which affect its 

| behaviour or output 

| 8. Apparatus according to claim 1 , further including a virtual contract manager arranged 

so that upon initialization, virtual contracts are registered with the virtual contract manager such that 
the virtual contracts can subscribe to events that affect their behaviour to the right or obligation at any 
given time. 

9. A method of determining a right or obligation of a contract or agreement at any point 
in time, the method comprising the steps of: 

creating a state machine representative of said contract or agreement, at least some terms of 
said contract or agreement being represented by a state variable of said state machine, the state 
machine having a status; 

storing said state machine; 

receiving at said state machine data representative of performance of at least one of the 
parties of one or more events relevant to said contract or agreement; 

determining whether said event results in a change of state of said state machine; 
changing the status of said state machine accordingly; and 

determining (a) the state of said state machine at a point in time as required* and (b) the right or 
obligation of said contract or agreement from the determined state of the state machine. 

1 0. Apparatus for storing electronically a plurality of contracts or agreements, each having 
a plurality of possible rights and obligations dependent upon an occurrence (or otherwise) of one or 
more events, means for receiving information relating to one or more events relevant to one or more of 
said contracts or agreements, and means for deteimining a right or obligation of one or more of said 
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contracts in response to the occurrence (or otherwise) of said one or more events representative of 
performance of at least one of the parties of one or more events relevant to the contract or 
agreement. 

1 1 . Apparatus for determining a right or obligation of an agreement, comprising: 

means for creating a model representing the agreement and having an output state, the model 
including at least one state variable for representing a term of the agreement; 
means for storing the model; and 

means for (a) receiving data relevant to a term of the agreement and relating to a corresponding 
state variable of the model, the data being representative of performance of at least one of the 
parties of one or more events relevant to the contract or agreement, (b) entering the data into the 
model, (c) establishing a consequent output state of the model, and (d) determining the right or 
obligation in response to the consequent output state of the model. 

12. A method of deteniiining a right or obligation of a contract or agreement at any point 
in time, comprising: 

representing at least some terms of said contract or agreement as a state variable of a computer 
arrangement, the computer arrangement having a status determined by the state variable; 

causing the computer arrangement to receive data representative of performance of at least one 
of the parties of one or more elements relevant to the contract or agreement; 

determining whether said event changes the status of said computer arrangement; 

changing the status of said computer arrangement if required by the determination, and 
determining the right or obligation in response to the received data and the status of the computer 
arrangement 

13. A computer program produc t readable medium or storage device storing a program for 
causing a computer arrangement to determine a right or obligation of a contract or agreement at any 
point in time, the computer arrangement storing at least some terms of said contract or agreement as a 
state variable, the computer arrangement having a status determined by the state variable, the program 
causing the computer arrangement to: 


17 


PAGE 17720 * RCVD AT 11/14/2005 3:49:27 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/25 " DN1S:2738300 - CSID: 7035 185499 ■ DURATION (mm-ss):07-52 


11/14/2005 MON* 15: 54° *FAX 7035185499 _jS? 18/02 ° 


Serial No. 09/941,568 Atty Dkt. No: 30012796-1US (1509-215) 

receive data representative of performance of at least one of the parties of one or more 
elements relevant to the contract or agreement; 

determine whether said event changes the status of said computer arrangement; 

change the status of said computer arrangement if required by the determination; and 

determine the right or obligation in response to the received data and the status of the computer 
arrangement. 

14. A computer arrangement for determining a right or obligation of a contract or 
agreement at any point in time, the computer arrangement being arranged for executing the steps of: 

representing at least some terms of said contract or agreement as a state variable, the computer 
arrangement having a status determined by the state variable; 

causing the computer arrangement to receive data representative of performance of at least 
one of the parties of one or more elements relevant to the contract or agreement; 

determining whether said event changes the status of said computer arrangement; 

changing the status of said computer arrangement if required by the determination; and 

determining the right or obligation in response to the received data and the status of the 
computer arrangement 

15. The apparatus of claim 1, wherein the status is determined by the state variable. 

16. The apparatus of claim 1, wherein the contract or agreement is in force. 

17. Hie method of claim 9, wherein the status is determined by the state variable. 

18. The method of claim 9, wherein the contract or agreement is in force. 
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X. Evidence Appendix 

None. 
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XI. Related Proceedings Appendix 

None. 
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